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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133), 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 06 November 2003 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-22.26.28-32,34 and 38-45 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1 '22.26.28-32.34 and 38-45 is/are rejected, 
?)□ Claim(s) is/are objected to. 

8)0 Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

&)□ The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) S The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) Q Other: . 
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1 . Claims 1-22, 26, 28-32, 34 and 38-45 are rejected under 35 U.S.C. 251 . The patent 
(6,005,306) on which this reissue application was filed has expired for failure to pay the 
maintenance fee. It Is noted that on August 5, 2004 a petition to accept late payment of 
the maintenance fee was filed. If this petition is granted, then this rejection will be 
withdrawn and the following matters must be corrected. 

2. The reissue oath/declaration filed with this application is defective because it fails to 
contain a statement that all errors which are being corrected in the reissue application 
up to the time of filing of the oath/declaration arose without any deceptive intention on 
the part of the applicant. See 37 CFR 1.175 and MPEP § 1414. 

Claims 40-45 were filed after the original declaration was filed. There must be a 
supplemental declaration acknowledging that errors corrected by these claims arose 
without deceptive intent. 

3. The amendment submitted on October 6, 2003 does not comply with 37 CFR 
1 .1 73(d). Claims 20, 26 and 34 contain brackets for the deleted subject matter. 
Deleted subject matter should not be presented in the claims that are not a part of the 
original patent. Only the desired text completely underlined Is to be presented. 

4. This application is objected to under 37 CFR 1 .172(a) as the assignee has not 
established its ownership interest in the patent for which reissue is being requested. An 
assignee must establish its ownership interest in order to support the consent to a 
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reissue application required by 37 CFR 1.172(a). The assignee's ownership interest is 
established by: 

(a) filing in the reissue application evidence of a chain of title from the original 
owner to the assignee, or 

(b) specifying in the record of the reissue application where such evidence is 
recorded in the Office (e.g., reel and frame number, etc.). 

The submission with respect to (a) and (b) to establish ownership must be signed 
by a party authorized to act on behalf of the assignee. See MPEP § 1410.01 . 

An appropriate paper satisfying the requirements of 37 CFR 3.73 must be 
submitted in reply to this Office action. 

All assignees/owners are required to consent to the reissue. Mr. Can-os and Mr. 
Dillon, each owning 1/3 rights to the patent have consented. It is unclear from the 
record who owns the remaining 1/3 rights in the patent. The owner of the remaining 
rights must be made of record and that party's consent to the reissue must be 
submitted. 

5. Claims 20-22, 28-31 and 43 are rejected under 35 U.S.C. 251 as being an improper 
recapture of broadened claimed subject matter surrendered in the application for the 
patent upon which the present reissue is based. See Pannu v. Storz Instruments Inc., 
258 F.3d 1366, 59 USPQ2d 1597 (Fed. Cir. 2001); Hester Industries, Inc. v. Stein, Inc., 
142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 45 
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USPQ2d 1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 1429. 1436, 221 

USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect Is present in the reissue, which 

was not present in the application for patent. The record of the application for the 

patent shows that the broadening aspect (in the reissue) relates to subject matter that 

applicant previously surrendered during the prosecution of the application. Accordingly, 

the narrow scope of the claims in the patent was not an error within the meaning of 35 

U.S.C. 251 , and the broader scope surrendered in the application for the patent cannot 

be recaptured by the filing of the present reissue application. 

Regarding claim 20-22, 28-31 and 43 in the patent (6,005,306) an amendment 

was filed on June 18, 1999. In this amendment claim 12 was amended to overcome a 

prior art rejection. Specifically, details relating to the mode selector switch were added 

to this claim to avoid a prior art rejection. In the arguments on page 7 the distinction 

between claim 12 and the applied prior art were identified. The arguments identify a 

first mode and a second mode and states the prior art does not disclose this type of 

control logic. Newly presented claim 20 only recites the first mode. Since an 

amendment and arguments were presented specifically directed to the control provided 

by the mode selector, it is deemed to be recapture to present a claim broader in this 

particular claim limitation. 

Any inquiry concerning this communication should be directed Jto Brian Sircus at 
telephone number 571 272 2058. ' 
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